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REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 



UNDER 37 C.F.R. §1.705 



Atty. Dkt. No. 355492-2950 



Applicants respectfully request reconsideration of the Patent Term Adjustment (PTA) 
determined for the captioned patent, which issued on 3/24/2009 as U.S. Patent No. 7,507,229. 

The Patent Office determined that the patent was entitled to 255 days of PTA. Applicants 
believe that this PTA determination was made in accordance with the "Explanation of 37 CFR 
1.703(f) and of the United States Patent and Trademark Office Interpretation of 35 U.S.C. 
§ 154(b)(2)(A)" published at 69 Fed. Reg. 34238 (Jun. 21, 2004). Under that interpretation of the 
PTA statute, any PTO delay under 35 U.S.C. § 154(b)(1)(A) is deemed to overlap with any 3- 
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Atty. Dkt. No. 355492-2950 



year maximum pendency delay under 35 U.S.C. § 154(b)(1)(B), and so, as a practical effect, PTA 
may be awarded under §154(b)(l)(A) or § 154(b)(1)(B), but not both. 

On September 30, 2008, the United States District Court for the District of 
Columbia issued a decision finding that the U.S. Patent and Trademark Office's interpretation of 
the PTA statute is incorrect. Wyeth v. Dudas, Civ. Action No. 07-1492 (JR) (Sep. 30, 2008). 
The court determined that, under the correct interpretation of the PTA statute, periods of 
"overlap" are limited to "periods of time . . . [that] occur on the same day." Wyeth, slip op. at 8. 
Thus, a PTO delay under § 154(b)(1)(A) overlaps with a delay under § 154(b)(1)(B) only if the 
delays "occur on the same day." Id. 

Applicants have recalculated PTA for the captioned patent under the court's interpretation 
of the PTA statute, and have determined that the patent is entitled to 669 days PTA, as shown on 
the attached sheet, which shows the relevant delays under 37 CFR §§1. 702(a) and (b), and under 
37 CFR §§ 1.703(a) and (b). 

The attached sheet details the circumstances during the prosecution of the application 
resulting in the patent that constitute a failure to engage in reasonable efforts to conclude 
processing or examination of such application as set forth in § 1.704. 

(a) Total of non-overlapping PTO delay under § 1 54(b)(1)(A) & (B): 924 days 

(b) Total Applicant delay: 255 days 
Final PTA Determination: 669 days 
Applicants therefore respectfully request that the patent be accorded 669 days PTA. 

The patent is not subject to a terminal disclaimer. 

Payment of the requisite fee is submitted herewith. Should no proper payment be 
enclosed herewith, as by the credit card payment instructions in EFS-Web being incorrect or 
absent, resulting in a rejected or incorrect credit card transaction, the Commissioner is authorized 
to charge the unpaid amount to Deposit Account No. 19-0741. 
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Atty. Dkt. No. 355492-2950 



However, because this PTA error is due to a Patent Office error in interpreting and 
applying the PTA statute, a refund of the fee is respectfully requested. 

Applicants request further that a decision on this request be deferred or delayed until a 
final decision has been rendered in Wyeth v. Dudas, which is now on appeal at the U.S. Court of 
Appeals for the Federal Circuit, under Federal Circuit Docket No. 2009-1 120. 



Respectfully submitted, 





FOLEY & LARDNER LLP 
Customer Number: 38706 



Lorna L. Tanner 
Attorney for Applicant 
Registration No. 50,782 



Telephone: (650)251-1104 
Facsimile: (650) 856-3710 
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Patent Term Adjustment Calculation System 

Add a new event to this case 

Docket Number: 355492-2950 
Application Number: 10/683877 
Patent Number: N/A 

Event Description 

Edit Delete Application Filing Date 10/10/2003 

SsitfjfctetalNDOW Wicct^lS MisOTg^artgASE 01/13/2004 
Edit Delete Response to Notice to File Missing Parts 02/23/2004 



14 month From Application date 
Non-Final Office Action 
Non-Final Office Action + 3 months 
Non-Final Office Action Rsp. Rcv'd at PTO 
3 Year Period Starts 
Final Office Action 
Final Office Action + 3 months 
Notice of Appeal Received at PTO 

Advisory Action 
Request For Continued Examination 

3 Year Period Stopped 
IDS under 1 .704(c)(8) filed at PTO 



Non-Final Office Action 
Non-Final Office Action + 3 months 
Edit Delete Non-Final Office Action Rsp. Rcv'd at PTO 
Edit Delete Notice of Allowance 

Edit Delete Issue Fee Paid 

Edit Delete Patent Grant Date 



Edit Delete 
Edit Delete 
Edit Delete 



Edit Delete 



12/10/2004 
05/04/2006 
08/04/2006 
09/11/2006 
10/10/2006 
12/01/2006 
03/01/2007 
05/31/2007 
11/27/2007 
11/28/2007 
11/28/2007 
02/01/2008 
02/01/2008 
03/19/2008 
06/19/2008 
08/19/2008 



02/13/2009 
03/24/2009 



1,148 
1,238 
1,329 
1,509 
1,510 
1,510 
1,575 
1,575 
1,622 
1,714 
1,775 
1,881 



Totals: 
PTA: 



Created and maintained by 
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Patent Term Adjustments 



Patent Term Adjustment (PTA) for Application Number: 10/683,877 

Filing or 371(c) Date: 10-10-2003 USPTO Delay (PTO) Delay (days): 

Issue Date of Patent: 03-24-2009 Three Years: 

Pre-Issue Petitions (days): +0 Applicant Delay (APPL) Delay (days): 

Post-Issue Petitions (days): +0 Total PTA (days): 

USPTO Adjustment(days): +0 Explanation Of Calculations 



255 
255 



i Adjustment History 



Contents Description 

PTA 36 Months 

Patent Issue Date Used in PTA Calculation 
Dispatch to FDC 

Application Is Considered Ready for Issue 
Issue Fee Payment Verified 
Issue Fee Payment Received 
Mail Notice of Allowance 

Notice of Allowance Data Verification Completed 
Document Verification 

Affidavit(s) (Rule 131 or 132) or Exhibit(s) Received 

Date Forwarded to Examiner 

Response after Non-Final Action 

Request for Extension of Time - Granted 

Reference capture on IDS 

Information Disclosure Statement (IDS) Filed 

Mail Non-Final Rejection 

Non-Final Rejection 

Preliminary Amendment 

Information Disclosure Statement considered 

Mail Examiner Interview Summary (PTOL - 413) 

Examiner Interview Summary Record (PTOL - 413) 

Information Disclosure Statement (IDS) Filed 

Date Forwarded to Examiner 

Request for Continued Examination (RCE) 

DISPOSAL FOR A RCE/CPA/129 (express abandonment if CPA) 

Request for Extension of Time - Granted 

Workflow - Request for RCE - Begin 

Mail Advisory Action (PTOL - 303) 

Advisory Action (PTOL-303) 

Date Forwarded to Examiner 

Amendment/Argument after Notice of Appeal 



PTO(Days) APPL(Days) 



https://sportal.uspto.gov/secure/PA_l_01BP/PAIRPrintServlet 
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Notice of Appeal Filed 

Request for Extension of Time - Granted 

Date Forwarded to Examiner 

Amendment/Argument after Notice of Appeal 

Notice of Appeal Filed 

Request for Extension of Time - Granted 

Mail Final Rejection (PTOL - 326) 

Final Rejection 

Date Forwarded to Examiner 

Response after Non-Final Action 

Request for Extension of Time - Granted 

Mail Non-Final Rejection 

Non-Final Rejection 

Information Disclosure Statement considered 
IFW TSS Processing by Tech Center Complete 
Case Docketed to Examiner in GAU 
Reference capture on IDS 

Oath or Declaration Filed (Including Supplemental) 

Information Disclosure Statement (IDS) Filed 

Information Disclosure Statement (IDS) Filed 

Miscellaneous Incoming Letter 

Correspondence Address Change 

Workflow incoming petition IFW 

Correspondence Address Change 

Correspondence Address Change 

Application Return from OIPE 

Application Return TO OIPE 

Application Return from OIPE 

Application Is Now Complete 

Application Return TO OIPE 

Application Dispatched from OIPE 

Application Is Now Complete 

Payment of additional filing fee/Preexam 

A statement by one or more inventors satisfying the requirement 
under 35 USC 115, Oath of the Applic 

Applicant has submitted new drawings to correct Corrected Papers 
problems 

Notice Mailed— Application Incomplete— Filing Date Assigned 

Cleared by OIPE CSR 

IFW Scan & PACR Auto Security Review 

Initial Exam Team nn 



Close Window 
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